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1. Claims 1-4 are objected to or rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 2 and 4 contain the trademark/tradename turcite. Where a trademark or 
tradename is used in a claim as a limitation to identify or describe a particular material or 
product, the claim does not comply with the requirements of 35 U.S.C. 1 12, second paragraph. 
See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the 
trademark or tradename cannot be used properly to identify any particular material or product. A 
trademark or tradename is used to identify a source of goods, and not the goods themselves. 
Thus, a trademark or tradename does not identify or describe the goods associated with the 
trademark or tradename. In the present case, the trademark/tradename is used to 
identify/describe a material of C and F used in an electrode and, accordingly, the 
identification/description is indefinite. 

The examiner notes that the according to definition found in other patent references 
(Tidewell or Pleschet), Turcite is a variety of PTFE (polytetrafluoroethylene), and is a low- 
friction, self-lubricating material, not merely any old compound C and F. 

In claim 1, on line 3 "an electric discharge" is objected to as using the wrong article for a 
limitation previously introduced in line 1. Also, in claims 1 and 4, does "no carbon components" 
mean no elemental C, or does it include carbon that maybe bound in compounds, such a liquids 
like kerosene? 
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Claim 4 is vague indefinite and confusing, because the alternative statement in the last 
line is confusing and unclear. Exactly what is it alternatively to? It appears to be "a powder 
compressed electrode. . .fluorine" which is the alternative, and will be so treated. More 
significantly, "these" is not a proper article for showing antecedent basis, and the only previously 
introduced "components" is the "no carbon components" in lines 2-3, which make absolutely no 
sense as written. If the list of powders from lines 4-5 contains the intended choices, it is noted 
that the disulfide compounds, the boron nitride, the carbon and the "Turcite" (i.e. PTFE) are not 
metals, thus the intent would be further unclear or confusing. 

2. With respect to the article claim, it is noted that "for discharge surface treatment. . . 
in a working liquid. . .no carbon components" is only intended use, but not part of the electrode, 
so the electrode only needs to be capable of such use, but need never be so employed. 
Considering the above 112 problems, as written claim 4 will read on any metal electrode that 
maybe used in a discharge process. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claim 4 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Saito et 

al(PEJ 9-19829A). 

Note the partial translation of Saito et al (829) discloses a metal electrode, used in an 
electrical discharge process employing a fluid, thus reading on claimed electrode structure and 
capability. 



5. Claim 4 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Kiyoshi 

3uno (JP 56-15938 Al of Inoiu. . 
(JP 51-97099A), or Yoshiaki Sekiguchi (JP 55-48538). 



Inoue (JP 54-104,095), or Tsugumichi Kouno (JP 56-15938 A), or'lnoue ^Japakkusa Kenkyujyo 



In the Kiyoshi Inoue patent, note the abstract's teaching of an electrospark machining 
electrode made from powder mixtures of graphite (5-30% C) + a metal powder such as Sn (0.5- 
5%) with the remainder Cu or Ag, thus teaching a metal electrode that may be all or partly made 
of what this application defines as solid lubricants. 

The Inoue (099A) patent's particle translation teaches and electric discharge machining 
electrode made of metal, such as Fe or Cu or Ag or Cu-W, plus graphite particles, hence can be 
said to read on a metal electrode which also comprises the component carbon, if component is 
intended to refer to the Markush group in claim 4. 

The Yoshiaki Sekiguchi patent, as described in it English abstract, reads on an electro- 
spark machining (i.e. electric discharge) electrode made of metals, such as W or Mo, and 
infiltrated with Cu or Ag, hence reads on metal electrodes, and maybe all or partly made of solid 
lubricant materials. 

The patent to Tsugumichi Kouno discusses the roll (i.e. electrode) for an electrospark 
machining method, where the components of the electrode are as listed all metal, such that the 
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main component maybe Ag (or Cu or Al), with addition of Mo or Cr or Ti or V or W, thus also 
teaching solid lubricant materials in the roll (electrode). 

The electrodes in the patents are all capable of being used in the conditions claimed. Full 
translations of all applied foreign (Japanese) references are being ordered, but are not yet 
received. 

6. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Saito et 

al (JP 05148615) in view of Urushiro et al (JP 06182626 A) or vise versa, and further in view of 
Inoue (095) or Inoue JX (099 A) or Yoshiaki or Tsugumichi as applied in section 5. 

Both the Saito et al (615) and Urushiro et al patents are concerned with electric discharge 
machining processes that may be done in liquids, and deposit coatings (see English abstracts and 
Figures 1). Their apparatus figures (#1) both show an electrode opposite a work-piece in a fluid. 
Urushiro et al particularly notes that the process involves an electric pulse, while Saito et al is 
silent on this topic. It would have been obvious to use pulsed discharge in Saito et al, as 
suggested by Urushiro et al teachings, as it is shown to be a known process; Saito et aPs figure 
appears to show the use of a capacitor in the discharge circuit suggesting pulsing due to the 
electrical circuit; and pulsing helps minimize over heating which is an advantageous result. 

Saito et al (615) teach use of the fluids oil or water (H2O has no C), while Urushiro et al 
only generically teaches liquid, gas or vacuum, hence it would have been obvious to use specific 
liquids as taught in Saito et al, in the process of Urushiro et al when employing the liquid option 
as the generic suggestion of liquid would indicate to one of ordinary skill in the art to pick 
liquids known for the taught purpose; as they have been shown to be effective in analogous 



Application/Control Number: 09/822,025 



Page 6 



Art Unit: 1762 

processing; and as one would choose one, such as FfcO, according to its effect (or non-effect) on 
the desired end product and source materials. 

Both Saito et al (615) and Urushiro et al teach that a metal or metal alloy layer may be 
deposited by their machining electrode with Saito et al Specifying it should be corrosion 
resistant, but neither English abstract provides information on specific metals deposited. It 
would have been obvious to one of ordinary skill the art, that the electrodes of Inoue (095 or 
099 A) or Yoshiaki or Tsugumichi, would have been effective for use in the combination of Saito 
et al and Urushiro et al, because they are all consumable electric discharge electrodes, thus 
intended to be used in electric discharge processing. Furthermore, metals such as silver are 
known to be generally more corrosion resistant under atmospheric condition, etc., hence are 
suggestive form Saito et al's teachings. 

7. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to M L. Padgett whose telephone number is (703) 308-2333, The 
examiner can normally be reached on Monday-Friday from about 8:00 am-4:30 pm. 

The fax phone numbers for the organization where this application or proceeding is 
assigned are 703 872-93 10 for regular communications and 703-872-93 1 1 for After Final 
communications and 703-305-6078 for unofficial communications. 



p.s. Translations for JP 06182626A & JP 05148615 have now arrived and are enclosed for 
applicant's convenience, but have not yet been reviewed by the examiner. 
November 4, 2002 



Examiner Padgett/ng 
October 22, 2002 
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